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Abstract
The indigenous products are considered to be a symbol of a community’s cultural identity. These
products form a major part of identity of one nation. These products play a major role in
displaying the cultural diversity and heritage of the country and also a source of attracting
tourism by way of advertising these products. These products being vulnerable to exploitation
also require protection. The Indian legislature enacted the Geographical Indications

(Registration and Protection) Act, 1999. However, the recent trends in the fashion industry

displayed the products being exposed to evasion of the provisions of the statute through

imitation. This issue being highlighted prominently in the Prada’s imitation of the GI — protected
Kolhapuri Chappal. Prada being an Italian company which brings in the technicalities of inter-
jurisdictional disputes. The paper aims that discussing the implication of the protection granted
under the Geographical Indications Framework of the Indigenous products and provide possible
solutions to resolve the inter jurisdictional disputes.

Keywords: Indigenous products, geographical Indication, alternate dispute resolution
mechanism, imitation

INTRODUCTION

India is known for its well crafted indigenous products by the well experienced craftsmen. These
products are well known for their uniqueness which makes them a representative of India’s
culture and traditional knowledge systems. However, it can be noted that these products are
produced by indigenous communities who are mainly dependent on the creation of these
products as their main source of income generation. Additionally, it can be noted that the product

makers are highly skilled in their craftsmanship however they lack formal education. The lack of
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formal education makes them wvulnerable to their craft ships being imitated or copied by
influential and powerful companies in the fashion industry This lack of formal education
multiplies the issue of lack of awareness of the rights available to the indigenous craftsman in the
case of imitation.

The inception of the public outrage on Prada began after the revelation of the brand’s
Spring/Summer collection for men. The top highlight of the men's collection was the open-toe
leather sandals. The displayed sandals are found to be chappal produced by the Kolhapur
artisans. The representation of the products being made by Prada without acknowledgement of
the product originating in Kolhapur raised alarm about the possible intimidation and

infringement of the protection of the indigenous product produced by the Kolhapur based

Charmakar community who are given the status of a scheduled caste.? The high pricing of

Prada’s leather sandals is seen as to the community's income as the manufacture of these goods
are an essential part of their livelihood. The Prada’ imitation of the Kolhapuri Chappal is also
seen as an attempt of cultural appropriation of the Indian traditional cultures.

Kolhapuri Chappal had received its GI TAG in 2019. The authorized users of the Gl Tag are the
Sant Rohidas Leather Industries & Charmakar Development Corporation Ltd (LIDCOM) and Dr
Babu Jagjivan Ram Leather Industries Development Corporation Ltd (LIDKAR) under the Gl
Act,

This case of Prada’s imitation of the Kolhapuri Chappal has brought into light this major area of
concern. The Italian company Prada displays the inspiration of Kolhapuri Chhappal has raised
concerns regarding the safety of indigenous products protected under the geographical indication
law within one's jurisdiction and the impact it can have on other territorial jurisdictions. The case
highlights the lacunas in the legal framework of the impact on the imitation of indigenous
products by a fashion brand in a different country.

STATEMENT OF PROBLEM

Despite the presence of the legal framework of geographical indications in India and other
international treaties, the indigenous communities face the issues of lack of remedies in case of

imitation of their products or the infringement of the geographical indications tag provided by

2Sanjay Jain, Prada-Kolhapuri Chappal Controversy: Tip of the iceberg, BAR And BENCH (July 26™, 2025, 3:44
PM). https://www.barandbench.com/columns/prada-kolhapuri-chappal-controversy-a-tip-of-the-iceberg
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the government for the products produced by them, The communities are faced with the
challenges of lack of enforcement mechanisms to enforce the exclusive rights guaranteed under
the framework of geographical indications for the production of this goods. Additionally the
communities are also faced with lack of available remedies to resolve the disputes arising out of
the imitation by other companies. The access to remedies becomes even more inaccessible in the
case of inter-country disputes regarding the protection of geographically indicated goods. These
goods lacking universal protections makes them vulnerable to the probability of corporate houses
or luxurious brands launching products similar to these protected goods. The case of PRADA’s
display of “inspiration” from Kolhapuri chappal has brought to spotlight the issues of lack of
universal protection to geographical indication tagged products. The producers of these products
are exposed to the challenge of an appropriate forum to approach to address their concerns
regarding imitations. The aim of the paper is to address the lack of enforcement mechanisms in
the current frameworks on geographical frameworks and possibilities for universal protections of

indigenous products. The aim is also to resolve the issue of universal recognition of Gl as well as

dispute settlement mechanism in the case where a Gl issue arises inter-jurisdictionally.
RESEARCH QUESTIONS

In order to channelize the objectives stated above, the following questions are aimed to be
addressed through this research:
1) What are geographical indications tags?
2) How and why are certain granted geographical indication tags?
3) What are the benefits that a product enjoys when being granted geographical indication
tag under the Geographical Indications (Protection and Registration) Act,1999?
4) What are the various grounds which form the basis of infringement of a geographical
indication tagged product?
5) Are there any international treaties which grant protection to indigenous products which
are granted geographical indication tags?
6) Can an imitation of a indigenous product amount to infringement of the geographical
indication tags?

7) What are the different forums where an inter-jurisdictional Gl tag dispute can be raised
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8) What are the measures and redressal mechanisms which can be adopted to address the

disputes regarding infringement of Gl tags in inter-territorial disputes?

SCOPE AND LIMITATION OF RESEARCH

The scope of the paper is to analyse the position of Gl with regard to the recent case of Prada
displaying its open-toed sandal being similar to Kolhapuri Chhappal which is protected by the Gl
Act, 1999 in Indian jurisdiction. The paper explores the meaning of geographical indication to
the various dispute relation mechanisms which can be adopted to resolve the disputes. The paper

aims to resolve inter-jurisdictional geographical indication conflicts.

The limitation of the research can be the lack of proper judicial precedents and lack of available
proper literary and legal material has restricted the scope of research in this subject matter. The
study being empirical in nature has also made the scope of the research to a restricted and limited

scope.

Research Objectives

1. To analyze the current legal framework of geographical indications in India
2. Toevaluate the case of PRADA’s Kolhapuri Chappal effects on the current framework of
geographical indications laws
. To assess the legal implications of geographical indications of a indigenous products in a
international context
. To identify the research gaps in the current framework and provide recommendations to

resolve these gaps
RESEARCH METHODOLOGY

The methodology for this research is doctrinal in nature. The method adopted is analytical and
qualitative in nature. The data sourcesreferredfor the research include both primary data sources

and secondary data sources. Primary data includes, statutes,judicial precedents of the various
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High Courts and Supreme Court of India as well as decisions of various international judicial
bodies and courts of other jurisdictions. The primary sources also consist of various statutes and
treaties which guide and lay down the framework for law of geographical indications.The

secondary sources include various journal articles, reports, working papers and other resources

LITERATURE REVIEW

1. Analyzing the Role of Legal Protection for Trademarks and Geographical Indications in

Preserving Cultural Heritage and Enhancing Global Trade (By Vaishali Tripathi)

The articles focus on the need of trademark and geographical indication laws for protection of
indigenous products against the appropriation by the corporates and fashion industry. It also
points out how the laws protect the producers for indigenous communities and remedies
available to them against infringement. The amin highlight of the article is also on the usage of
artificial intelligence and blockchain technology and educational awareness programs to enhance

the protection guaranteed by trademark and geographical indication protection.

2. Geographical Indications and Handicraft: A critique (By Sunil Sudhakar Varnekar and Dr
Upankar Chutia)

The article highlights the challenges and difficulties faced by the producers of indigenous
products especially handicraft products. The main problems are the lack of post-registration
enforcement mechanism and lack of compliance of statutory rules and regulations post
registration of GI. These leads to problems such as degradation of quality of products protected
by GI due to lack of incentive from the government, appropriation of the products by commercial

and profit-making companies for their respective benefits. The article having a main emphasis on

the problems faced post registration of Gl, fails to provide a mechanism to resolve these

disputes.
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3. State Proprietorship under the GI Governance in India: Issues and Challenges (By Dr.
Debasis Poddar and Dr. Bipasha Saikia)

The article highlights the heavy dependence of the handicraft industry on the sate for its
governance and functioning. The main problems of such dependence is that lack of funding can
lead to the closure of the industry as well as without proper inspection and maintenance of
standards of the goods, these products might be imitated by commercial communities without
proper acknowledgement to the communities. The article points to prior consultations with the
stakeholders of the handicraft industry to laid down a process to be followed after registration to
ensure the adequate protection of these goods

Books

1. Niharika Sahoo Bhattacharya, “Geographical Indication Protection in India: The Evolving
Paradigm”, Spinger Publications, ISBN No: 978-981-4296-9

The book provides a critical analysis of the existent Indian legal framework on geographical
indications. The book discusses the genesis of the Gl Act and also provides substantive and
procedural aspects of registration of Gl in India. It also provides the gaps in the framework. It
also proposes a way forward where the Gl can function as an effective tool for inclusive

development and international trade.

2. Bernard ‘O’ Connor, ‘The Law of Geographical Indications’, Cameron May Publications.

ISBN No: 978-1-874698999

The book examines the international protection granted to geographical indications. It also
provides an understanding of the multiple bilateral and multilateral agreements which have been

undertaken in this field. It also provides the various contemporary debates on the topic of

geographical indications in forums like WTO and the various methods that can be adopted for

dealing with the geographical indications.
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MEANING OF GEOGRAPHICAL INDICATION

The geographical indication provided to a product is considered to be one of the first forms of
trademark®. Historically, it has been observed that the goods that are from certain regions are
more fit for sale as they inherit certain quality traits. “The presence of such traits is due to a
combination of both human and natural factors. Such marks being provided can be traced back to
the period where the marks of such nature used to be provided to distinguish goods which were

based on certain distinctive marks and to ensure protection to goods of commercial nature from

unfair practices such as adulteration. °

The term of geographical indication is generally a relatively fresh term. Traditionally, the
recognition of goods based on certain geographical features has been categorized into two forms.
The first one being “indication of source” which states that a product has originated from a
certain specific geographical location such as being from France, Spain and other territorial
areas. 8The other form of marking of geographical origin is the "appellation of origin™ which is a
form of indication that a product which originates in a particular region has the specific climatic
conditions as well as human factors which are limited to this particular region. "These traditional
terms have been attempted to be brought under the term of geographical indication to ensure a
wider protection to the goods, However, it can be observed that there are certain differences in
the in assessing the characteristics of a geographical indication. The characteristics taken into
consideration for the grant of geographical indications includes factors such as “reputation”,
“given quality” and others which are in contrast with the features taken into consideration for the
traditional marks. 8The appellation of origin only required quality and characteristics as its
features and there are no set standards to measure the indication of source.® The general meaning

of the term geographical indication lays emphasis on the good or product being differentiated on

Bernard @) Connor, The Law of Geographical Indication. Pg 21-23 (2004).
https://books.google.co.in/books?id=8vO0EJled1wC&pg=PA5&source=ghs_selected pages&cad=1#v=onepage&q
&f=false

*Ibid
°Ibid
®lbid
"Ibid
8lbid
°Ibid
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the basis of certain geographical characteristics which are found only in a specific region. This
meaning is also aimed to be reiterated in the legal definition of the term which has been
developed over the various statutes and treaties in the international legal framework.
DEFINITION OF GEOGRAPHICAL INDICATION

The definition of geographical indication has been provided in multiple international treaties and
agreements. The most recent treaty in this regard is the Trade-Related Aspects of Intellectual
Property Rights or more commonly known as TRIPS. The term has been defined in the Article
22.1 of this agreement which is stated as “indications which identify a good as originating in the
territory of a member, or a region or locality in that territory, where a given quality, reputation
or other characteristic of the good is essentially attributable to its geographical origin.”'° The
other major treaty which provides the definition of this term is the Lisbon Agreement for the
Protection of Appellation of Origin and their International Registration. Under the article 2 (1)(ii)
it defines the term as “any indication protected in the Contracting Party of Origin consisting of
or containing the name of a geographical area, or another indication known as referring to such
area, which identifies a good as originating in that geographical area, where a given quality,

reputation or other characteristic of the good is essentially attributable to its geographical

origin”’** The definition on similar lines are observed in the recognition given to the term by

various international organizations and bodies.

The definition of geographical indication has also been incorporated in various legislations
across the various jurisdictions. In India, under the Geographical Indications (Protection and
Registration) Act, 1999, definition of the term has been provided in section 2(1)(e)
“geographical indication”, in relation to goods, means an indication which identifies such goods
as agricultural goods, natural goods or manufactured goods as originating, or manufactured in
the territory of a country, or a region or locality in that territory, where a given quality,
reputation or other characteristic of such goods is essentially attributable to its geographical

origin and in case where such goods are manufactured goods one of the activities of either the

10 Article 22.1, TRIPS: Agreement on Trade-Related Aspects of Intellectual Property Rights, Apr. 15, 1994,
Marrakesh Agreement Establishing the World Trade Organization, Annex 1C, 1869 U.N.T.S. 299, 33 I.L.M. 1197
(1994) [hereinafter TRIPS Agreement].

11 isbon Agreement for the Protection of Appellations of Origin and their International Registration art. 2, Oct. 31,
1958.
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production or of processing or preparation of the goods concerned takes place in such territory,

region or locality, as the case may be.”*?

Thus, it can be stated that the legal sources which define geographical indication have a similar
definition of the term. The universal understanding of the term geographical indication helps to
form the basis of a more concise framework for recognition of geographical indication tags being

provided to various products especially to indigenous products and agricultural products.

THE RATIONALE BEHIND GEOGRAPHICAL INDICATIONS PROTECTION

The geographical indications are a recognition of the uniqueness of a product or product based
on certain characteristics which are confined only to certain geographical areas. Protection of
these goods ensure that the authenticity of these goods are safeguarded.A safeguard of protection
being provided to the good acts as assured certification of genuineness of a product among the
purchasers and consumers of the products. The need for geographical indication protection have
been argued on various moral and cultural grounds.

Culturally, the case for such protection has also been made as indigenous products are a symbol

of national pride of a nation®3. These goods are a representation of age-old cultures and traditions

which have played a key role in the production of such goods. *Recognition of these is also an
incentive of attracting tourism and investment to the respective countries. The aspect of a
product being manufactured by the community and hence not being a private property also forms
the reasoning for protection of the cultural heritage.*® The argument for the protection of such
goods

On moral grounds, the case for the protection for geographical indications has been advanced on

the grounds that the protection given to the geography specific dependent goods reduces the

2Geographical Indication of Goods (Registration and Protection) Act, 1999, § 2(1)(e),No.48, Acts of Parliament,
1999, (India).

BLisa P Lukose, Rationale and Prospects of the Protection of Geographical Indication: An Inquiry, JIPR , Vol.12,
pp. 212-223 (March,2007). https://docs.manupatra.in/newsline/articles/Upload/CB4FFCFA-3EED-4232-9174-
CEEDO00OB5B56F.pdf

“1bid
Bbid
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probabilities of misappropriation of the goods.® The lack of such production will provide
opportunities to the companies and individuals driven by profit motive to to duplicate the
indigenous products and sell for commercial purposes. Lack of protection will lead to
‘genericization’ of a GI. A GI becomes genericized when a particular GI becomes identified with
the entire type of goods or has become the ‘colloquial description’ for a particular class of goods

by the common widespread use in the marketplace. *’

Thus, the main objective for geographical indications protection is to ensure prevention from
misappropriation of the goods for exploitative and commercial purposes. The international
bodies as well as various legislatures and national bodies of various governments have framed
legal frameworks to ensure protection of Gl tags being issued for products.

INTERNATIONAL FRAMEWORK FOR PROTECTION OF GEOGRAPHICAL
INDICATIONS

Geographical Indications is one of the various forms of intellectual property which has been
brought into the ambit of protection under the numerous international conventions for protection
of intellectual property. One of the earliest one is the Paris Convention for the Protection of
Industrial Property of 1883. It is one of the earliest recognised conventions on industrial property

and aims to protect against unfair competition and deceptive indications. Indications of origin

and appellations of origin were included as subject matter of industrial property in art. 81(2) of

the Paris Convention. The article which mandates protection against unfair competition is article
10. The article states that “The countries of the Union are bound to assure to nationals of such
countries effective protection against unfair competition. 2. Any act of competition contrary to
honest practices in industrial or commercial matters constitutes an act of unfair competition. 3.
The following in particular shall be prohibited: = all acts of such a nature as to create confusion
by any means whatever with the establishment, the goods, or the industrial or commercial
activities, of a competitor, * false allegations in the course of trade of such a nature as to
discredit the establishment, the goods, or the industrial or commercial activities, of a competitor;

= indications or allegations the use of which in the course of trade is liable to mislead the public

%lbid
Tlbid
BSupraat 1.
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as to the nature, the manufacturing process, the characteristics, the suitability for their purpose,
or the quantity, of the goods.” *India being signatory to the convention from 1998 has also built
on the taking adequate measures for ensuring protection Gl which involve the enactment of

Geographical Indications (Registration and Protection),1999.

Subsequently, the Madrid Agreement for the Representation of False and Deceptive Indication of
Source of Goods of 1891 is another major convention for protection of geographical indications.
Only members of the Paris Convention are eligible to participate in the Madrid Agreement. It
provides for repression of false or deceptive indications of source on goods. The agreement
formulated the following provisions for the protection of indication of source of goods which are
as following “All goods bearing a false or deceptive indication by which one of the countries to
which this Agreement applies, or a place situated therein, is directly or indirectly indicated as
being the country or place of origin shall be seized on importation into any of the said countries.
2. Seizure shall also be effected in the country where the false or deceptive indication of source
has been applied, or into which the goods bearing the false or deceptive indication have been
imported. 3. If the laws of a country do not permit seizure upon importation, such seizure shall
be replaced by prohibition of importation. If the laws of a country permit neither seizure upon
importation nor prohibition of importation nor seizure within the country, then, until such time
as the laws are modified accordingly, those measures shall be replaced by the actions and
remedies available in such cases to nationals under the laws of such country. 5. In the absence of
any special sanctions ensuring the repression of false or deceptive indications of source, the

sanctions provided by the corresponding provisions of the laws relating to marks or trade names

shall be applicable.”®It can be noted that the protection for indication of sources are less

different from the protections incorporated in the Paris Convention. India became a member of
the agreement in 2013 to ensure its participation in international participation.
Another significant convention in regard to this Lisbon Agreement for the Protection of

Appellations of Origin and their International Registration of 1958. This is a comprehensive

Paris Convention for the Protection of Industrial Property, Sept. 26, 1983, art. 10, 828 U.N.T.S. 305 (as amended
1979).

20 Madrid Agreement Concerning the International Registration of Marks, Apr. 14, 1891, 38 Stat. 1683, 3 Bevans
789.
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framework which aims at protection as well as registration for indication of appellation of
origins. The agreement is considered to be one of the first ones to give a definition of the term
appellation of origin. It states that “appellation of origin” means the geographical denomination
of a country, region, or locality, which serves to designate a product originating therein, the
quality or characteristics of which are due exclusively or essentially to the geographical
environment, including natural and human factors.” 2. “The country of origin is the country

whose name, or the country in which is situated the region or locality whose name, constitutes

the appellation of origin which has given the product its reputation.”?'. The agreement states

that protection of appellations of origin is the aim of the Lisbon system. The International
Bureau of WIPO oversees the Lisbon system and maintains the International Register of
Appellations of Origin. The protection and registration of Gl are only provided to those goods
which have been protected by the national laws of the respective countries,

However, India has not become a signatory to this agreement in order to ensure the protection to
Gls registered under its national framework for Gls. Over the recent years, the lacunas of the
same has been identified and there has been strong scholarly and legal support evolved over
India's becoming a member of the agreement. The arguments that have been majorly highlighted
in this arena is India is a member of the Paris Convention and is hence eligible to join the
Geneva Act, through a single application, an applicant can obtain registration in all the member
countries of the Geneva Act without the need to designate such member countries making it cost
effective, especially considering that many of the GI bodies do not have deep pockets. The
aspect of consideration is also a reduced fee rate that would be extended to applicants from
developing countries.If a member wishes to file an application to register a Gl jointly established
with a neighboring country, it is possible to do so under the Geneva Act.The, registration effect
would be indefinite so long as the country of origin also protects the same. As such, no renewal
fee is required to be paid to WIPO.So, long as the substantive requirements of the Geneva Act
are met, each country is free to choose its type of legislation to protect a GI or AOO. This means
that even protection of a Gl as a certification mark is sufficient to avail the benefits of the
Geneva Act:(a)on the same kind of goods not originating in the same geographical area or not

complying with the requirements for using the GI or AOO,(b) on goods that are not of the same

21 Lisbon Agreement for the Protection of Appellations of Origin and their International Registration , Oct. 31, 1958.
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kind or on services, if such use would indicate or suggest a connection between those goods or
services and the beneficiaries of the GI or AOO concerned, and would be likely to damage their
interests, or, where applicable, because of the reputation of the GI or AOO in the relevant
country, such use would unfairly dilute or take advantage of, that reputation.Such, protection
applies also against use amounting to imitations even where the true origin of the goods is

CE AN 19

indicated or the GI or AOO is accompanied by terms such as “style”, “kind”, “type”, “make”,
“imitation”, “method”, “as produced in”, “like”, “similar” or the like.In addition, the Geneva Act
permits accession by international intergovernmental organizations with competence to protect
AOOs or Gls, such as the African Intellectual Property Organization (OAPI) and the European
Union (which is now a member). The advantage for India, or any country for that matter, would
be that vast geographies can be covered in one single application by designating these
organizations.?

In the recent years, there have been multiple shortcomings which have been identified in the
previous conventions governing the protection for intellectual property. These range from
minimal practical application of the membership, limited access to the number of members to the
conventions. The Agreement on Trade Related Aspects of Intellectual Property was formulated
in 1995 to address these shortcomings.The protection of Gl under the Agreement differs
according to the type of the good. The specific protection of geographical indications has been
provided under Article 22 which mandates “that states provide the legal means for interested
parties 1. To prevent the use of any means in the designation or presentation of a good that
indicates or suggests that the good in question originates in a geographical area other than the
true place of origin in a manner which misleads the public as to the geographical origin of the

goods, and 2. Any use which constitutes an act of unfair competition within the meaning of art.

10 bis of the Paris Convention.” 22Another key feature of this agreement which provides a better

framework for the protection is the presence of the provision for negotiations. The provisions
provides that “The Council for TRIPS shall keep under review the application of the provisions

of this Section; the first such review shall take place within two years of the entry into force of

22|_atha Nair, Should India Join the Geneva Act of the Lisbon Agreement, 20152, SPICYIP(March 12t,2020).
https://spicyip.com/2020/03/should-india-join-the-geneva-act-of-the-lisbon-agreement-2015.html

BSupra at 9.
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the WTO Agreement. Any matter affecting the compliance with the obligations under these
provisions may be drawn to the attention of the Council, which, at the request of a Member, shall
consult with any Member or Members in respect of such matter in respect of which it has not
been possible to find a satisfactory solution through bilateral or plurilateral consultations
between the Members concerned. The Council shall take such action as may be agreed to
facilitate the operation and further the objectives of this Section.” 24

Thus, an international framework can be stated to form the basis for protections of GI and
provide guidelines for the countries to formulate laws and ensure their enactment in conformity

with the principles laid down in the international conventions.

National Framework for Geographical Indication Protection in India
The framework governing geographical indications in India is primarily based on the
Geographical Indication (Protection and Registration) Act, 1999. The sui-generis system of
protection has been adopted and practiced in India. 2The main focus area is the origin labelled
products which are produced or manufactured by the indigenous communities within the territory
of India. The statute was subsequently followed by the enactment of the Geographical Indication
Rules of 2002. Aiming at protecting the community rights of the indigenous tribes, there is a
rights in rem provided for the production of the products to ensure that any individual or
interested parties do not have freeriding opportunity over the protection provided. Another major
objective of the framework has been to enhance the protection at the international level as well.

The framework mandates that the product has been registered under the Gl act in order

protection at an international level.?® An enhanced definition of geographical indication under

the statute as compared to the definition provided under the European Regulations helps to
expand the protection under the statute. The definition of the term under the statute states that the
product or good can be agricultural, manufacture or an handicraft good and is characterized
distinctly by the reputation, quality or other indicators of geographical origin. This inclusive

definition has a better scope of protection of indigenous products as compared to the protection

2Supra at 12.
®Niharika Sahoo Bhattacharya, “Geographical Indication Protection in India: The Evolving Paradigm”, Spinger
Publications, ISBN No: 978-981-4296-9

Zlbid.
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to only food stuffs and agricultural products under European regulation which were expanded
subsequently. 7

The registrations under the Act have been mandatory with a two-fold objective, The first one
being to ensure that a third is prohibited from free riding the Gl protection and ensure that the
quality of the product has been maintained.

The process of registration under the Act can be summarized as the following:

Filing an Application

O tunity fi

Allowed or
Appeal to IPA
refused PPusi to 1IPAD

the Register

w
EinGi . | Particulars of Registered Gl entered in Part A of
RS S | the Register
Particulars of Registered AU Gl entered in Part B of |
istration Certificat
issued

Source: https://www.ipindia.gov.in/Gl/the reqgistration process gi

However, the process of registration cannot be said to be a complete process of protection as it is
one of the enabling steps to grant protection to the indigenous product. The aspect of the Gl of a
product being subjected to the aspect of protection only on having been registered has been
identified as a major barrier to simplify the registration process. The individual registration of the
product in each jurisdiction where the opportunity for exporting the good is being explored by
the community adds an additional cost of travel and complying with the registration process in
different countries. This has been a deterrent for the producing communities from availing the
benefits of registration at the international level. 28

The inaction of the community after the registration of the Gl to ensure effective utilization of
the registered GI for the boosting of commercial activities. The commercial activities tend to be

boosted by the brand building exercises taken by the communities. 2°The indulgence in this

Zlpid.

2Jupi Gogoi, Fulfilling the purposes of gi registration in india: roadblocks and solutions, ILI LAW Review. 206-223
(Winter Issue,2021).

Blpid.
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process helps in attracting an international audience to consume the indigenous products which

have been protected by the geographical indication.

The statutory provisions under the Gl Act which ensure protection of products which have
undergone the process of registration in India can be stated as the following ones. The Section 21
of the act confers certain rights on the users of the community which indulged themselves in
producing the products which can be stated as :(a) to the registered proprietor of the
geographical indication and the authorised user or users thereof the right to obtain relief in
respect of infringement of the geographical indication in the manner provided by this Act;(b) to

the authorised user thereof the exclusive right to the use of the geographical indication in

relation to the goods in respect of which the geographical indication is registered°. The

registration under the act ensures that there is a coverage from infringement of such GI provided.
The definition of the term infringement is done under section 22 of the act which in its clause 3
states that “any person who is not an authorised user of a geographical indication registered
under this Act in respect of the goods or any class or classes of goods notified under sub-section
(2), uses any other geographical indication to such goods or class or classes of goods not
originating in the place indicated by such other geographical indication or uses such other
geographical indication to such goods or class or classes of goods even indicating the true
origin of such goods or uses such other geographical indication to such goods or class or classes
of goods in translation of the true place of origin or accompanied by expression such as 'kind",
"style”, imitation or the like expression, shall infringe such registered geographical

indication” 3!

Thus, the national framework aims to be a comprehensive protective and regulatory framework
for the protection of the goods. However, the lack of protection in few essential aspects has
raised questions over the adequacy and need for necessary changes in its nature of working.
PRADA’S IMITATION- A CASE FOR INFRINGEMENT?

The Prada’s display of the open toe leather sandal has raised concerns in academic and public

spheres about whether the design of an indigenous good is protected under the GI act. The

%0Supra at 11. Section 21.
1Supra at 11, section 22 (3).
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ambit of the statute being taken into consideration points out that the main objective of the act is
to protect the geographical indicators of a good. The statutory language clearly states that the
infringement can be caused by any representations which aim to suggest that the good has not
originated from its geographical origin or any representation which can lead to the confusion
among the general public. In this context, the Prada has not used the “Kolhapuri Chappal” GI in
its designation or presentation of the 2026 Summer Collection, to suggest/mislead people on the
origin of Kolhapuri Chappals. In fact, it has acknowledged that the showcased products were
inspired by traditional Indian handcrafted footwear. 32

The definition of authorized has been provided in section 2(1)(k) which states that “if such goods
are agricultural goods, produces the goods and includes the person who processes or packages
such goods;(ii) if such goods are natural goods, exploits the goods;(iii) if such goods are
handicraft or industrial goods, makes or manufactures the goods,and includes any person who

trades or deals in such production, exploitation, making or manufacturing, as the case may be,

of the goods™®® such a person is termed as authorized user under the Act. The infringement of

the GI cannot also be stated to have taken on the grounds of someone who is not an authorized
user. Prada has not claimed that their range of products include the “Kolhapuri Chappal”. Thus,
on explicit grounds, it cannot be stated that the actions of Prada are a violation of the protected
Gl under the GI Act. **

However, Prada's action points to a larger area of focus on the lacuna areas in the current
legislative framework of the GI Act. One of the main lacunas which has been identified is the
focus on the protection of the name of the indigenous product. The main focus of protection is
granted on the usage of the geographical area to describe the product. The infringement
definition does not extend to the imitation if the usage of the name of the geographical area has
not been referred to. The reasoning of the same being that the imitation of the design does not

misappropriate the origin.

%Tanshika Goswami and Sikha Aggarwal, The Devil Wears Kolhapuri or Prada?, SPICYIP (July 4™, 2025).
https://spicyip.com/2025/07/the-devil-wears-kolhapuri-or-prada-understanding-gi-law-cultural-appropriation-
more.html

3Supra at 11, section 2.
*1bid
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A similar stand has been observed to be taken in various judicial cases as well. In the case of Tea
Board of India v. ITC Limited, %the court refused to declare the usage of the term “Darjeeling”
in naming its lounge as infringement of “Darjeeling Tea” which has been registered as a product
under the Geographical Indication Act. The reading of the same was given that the lounge being
available only to high end customers and the place could only be suggestive of a place where
Darjeeling tea could be produced. Another ground for rejection was also held to be that the term
is “too big” to be restricted to exclusive usage. On the above stated rationale, the court denied the

infringement point of contentation by the Tea Board of India.

The recent judicial approach has also been to ensure a fulfillment of the statutory remedy before
filing a public interest litigation. In Adv. Ganesh S. Hingmire v. Prada &Others®®, the PIL was
refused to be entertained citing the reasons that the authorized users of the GI of Kolhapuri
Chhapal on whom LIDKAR and LIDCOM had not initiated the case. The focus of the case was
also the extinguishing of statutory remedies before the filing of the pIL in the concerned case.
The statutory remedies were not utilized in the given case before making any attempt to
approach the court regarding an PIL to stop Prada group from commercializing the open toed
chappal which is noticed to be similar to the Kolhapuri Chhappal.

PRADA’S IMITATION - A CASE FOR INTERNATIONAL REGISTRATION

The challenges of the protection of the indigenous products in the current legal framework have
raised concerns not only at a national level but also at an international level. The contemporary
case of Prada can be understood in the light of the contemporary debates on the extension of
protection stated under the Article 23 of the TRIPS agreement which currently extends only to
the wines and spirits. The scope of additional protection is being deliberated with various parties
to the agreement raising their opinions in favour and against the same. The main argument in

support of such extension can be examined to be the irrationality of restricting the additional

protection to only the wines and spirits.®” The expanding of the scope of protection would enable

a diverse range of products to be protected by enabling the protection which would be beneficial

%Tea Board of India v. ITC Limited (2011) SCC OnLine Cal 1083

%6Adv. Ganesh S. Hingmire v. Prada &Others, 2025 SCC OnLine Bom 2056
%’Dev Gangjee, Relocating the Law of Geographical Indications, Cambridge Intellectual Property and Information
Law (2012).
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to the developing countries. The indigenous products in developing countries being mostly
designed and crafted by the indigenous communities from rural backgrounds, the ambit of
protection under the Article 22 of the agreement burdens with additional costs. 38

Additionally, the burden of proof on the individual or group claiming infringement is at a higher
side as it is generally difficult to prove that there is possibility of the general public to fall into
the trap of confusion of the genuineness of the product. It can be stated that extension of Article
23 ‘absolute’ standards would eliminate legal uncertainties by requiring producers and traders ‘to
answer only one simple question when deciding whether to use a Gl on a product: did the
product come from the place and have the given quality designated by the Gl in question? This
was easy to examine and would not result in any additional costs.® The additional protection to
the goods and products would also incentivize the producers of goods to formulate new methods
and opportunities. A substantial benefit highlighted for the consumer is that they can be assured
about the authenticity of the geographical indication tag provided to the goods and be less
sceptical of the tag being of generic nature or not. *°However, this argument is being highly
debated as such productions raise the cost of employing a specialized process to produce the
goods. There is also a substantial addition to the marketing cost of the products. Thus, the major
arguments favouring the extension of additional protection can be stated as follows: (1) the
consumer interest in accurate labelling and reducing search costs; (2) the producer interest in
protecting a collectively developed reputation, with the accompanying incentive to invest in
quality; (3) acknowledging that aspects of local or national cultural heritage are associated with
Gl production or sometimes even consumption: recognising the savoir faire or traditional
knowledge which has sustained and improved these products over time; (5) emphasising their
role in achieving agricultural policy goals; (6) environmental benefits associated with Gl
protection, such as the preservation of biodiversity by incentivising the use of non mainstream
plant varieties or animal breeds; (7) stressing their potential for rural development or the

economies of developing countries; (8) responding to a growing consumer demand for regional

produce which is often perceived as more desirable on a qualitative basis.*!

®bid
*Ibid
“Olbid
“bid
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In light of the debate of extending additional protection, the case has also been made for the
international registration of the geographical indication to ensure that there could be a universal
legal protection granted to the products granted GI protection at the national level. The proposals
still being at deliberative and formative states have not gone through the process of enactment till
date. The multiple parties to the agreement have proceeded their plans for enactment of a
universal framework. One of the major ones being made is that a Gl is presumed to be protected
and registered across the entire member of the World Trade Organisation (WTO) which would
be open to contention on reasonable and limited grounds. The members in favour of this proposal
have stated their preference to a more informative register of Gls. The member states would
officially communicate the list of protected GI’s in their jurisdiction to the secretariat who would
maintain a record of the same. This would provide a single platform for the members to make a
reference to when they are deliberative Gl protection decisions. This reduces the burden and
complexity of multiple members maintaining their own sent of rules and regulations governing
the adjudication process. However, this proposal raised doubts about the effects of such
mandated registration whether the member states would be bound by such mandatory registration

or would be left to the discretion of the members.

42

The Hong Kong meet of the WTO attempted to resolve this dispute by suggesting a middle

ground for the member states. The notified GI’s would be subjected to only the formal
examination by the WTO and this establishes prima facie evidence of ownership, conformity to
the TRIPS definition in Article 22.1 and existence of the protection in the country of origin.
These presumptions may then be overcome in proceedings before national courts, tribunals or
administrative bodies whose decisions would be based on domestic law, and thus, would only
have territorially limited effects. Subsequently a draft registration proposal was formulated
which can be summarized as the following: (1) notification of the application to the WTO; (2)
registration, including the nature of the WTO Secretariat’s role in administering the system; (3)
the more controversial aspects relating to the legal effects of registration, including the
obligations imposed on Members as a result; (4) fees and costs of running the system; (5) special

treatment for developing countries (special and differential treatment); and (6) participation,

“Ibid
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which considers whether the system is entirely voluntary, or whether a term’s registration would
have some implications for all WTO members. In the context of formulation of this draft

registration system, the debate about the universality of the registration of GI has also been

compared with that of the system of individual certified trademarks*3. However, on deliberation

about the same, the advantages of the adoption of the sui-generis system has been highlighted as
more favourable. The advantages can be pointed out as follows, the trademarks in one
jurisdiction may differ from another, but a Gl is determinative of a fixed geographical origin and
also inclusive of the aspect of the quality specific to that region. The trademark may be claimed
as private property however, the geographical indications are provided on the basis of certain
established production norms. The flexibility of no time limit for registration of GI as compared
to a ten year renewal process for a trademark can be an advantage for a member to adopt an Gl
system making the Gi registration more flexible in nature. The Gis can be insulated from generic
usage making registration under trade mark vulnerable to generic use. The government
regulation or public oversight are more in the case of GI as compared to that of a certificated
trademark as it is seen as a private marketing tool with greater emphasis on private rights than
public rights. 44

Thus, the state contribution or participation can be seen as a more active stage in the case of
geographical indication in comparison to the other tools of intellectual property. However, the
state has also been observed to face challenges of bringing multiplicity of stakeholders to the
deliberative platform to discuss the issue of registration of GI’s especially in European
registrations.

In the light of the Prada imitation case it can be stated that the implementation and adoption of an
international legal framework can be seen as an efficient tool to ensure that there is a universal
platform where a common database of the products can be maintained. The record keeping of
such reduces the amount of confusion among the various members and stakeholders about theGl
protected goods which can be granted protective safeguards under the legislative framework of
all the nations. The maintenance of international registration also helps in resolving international
or gross border disputes which may arise and the forums can be suggested where such issues can

be resolved.

“lbid
“Ibid
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POSSIBLE DISPUTE SETTLEMENT MECHANISM FOR ENFORCEMENT OF GIS
The contemporary cases of Prada imitation as well as similar cases have raised concerns about a
lack of an international system for the enforcement of Gis at an international level. The
registration of protection of GI’s being left to the national and territorial jurisdictions have
created a lacuna regarding the enforcement of GI’s in territorial disputes. The lack of appropriate
dispute settlement mechanisms leads to a confusion on the forums to seek proper redressal for
the inter-territory GI disputes.

However, one of the major forums which can make an attempt to develop a dispute resolution
mechanism is the Lisbon Agreement. The ambit of the nature of disputes which can be addressed
includes dispute between the private parties and as well as inter-governmental disputes. The
appellation of origin may be requested to be protected with regard to the protection of the rights
conferred or the enforcement of the rights which are being enforced in some form of activity.
The contentions of the dispute may occur between private parties or the inter-government. The
dispute settlement mechanism system is unique as it is based on the international registration of
appellation of origin. The international registration of the appellation of origin grants protection
regardless of whether the domestic legislature has provided such protection or not.

The emphasis on international protection is on the presumption that there is a relatively less
possibility of inter-government disputes. However, the major lacuna in the mechanism proposal
is that the focus on settlement of disputes in case of registration of appellation of origin

internationally. The possibility of settlement in case of enforcement of Gls has not been

deliberated at any draft proposal or the review of meetings of provisions regarding the same. %°

Subsequently, The TRIPS agreement also developed regarding the enforcement of the
geographical indications interjurisdictionally. The agreement mandates its member states to take
adequate measures to ensure compliance with the enforcement mechanism when the Gi is not
adequately protected in the concerned jurisdiction. Provisions also suggest that the ex officio
proceeding can be initiated by administrative authorities regarding the misuse of protected GlI.
Private parties who are beneficiaries of the protection provided for in Articles 22 or 23 of the

TRIPS Agreement and want to take action through civil judicial procedures abroad against

4Mihaly Ficsor, Dispute settlement within the lisbon system, WIPO Worldwide Symposium on Geographical
Indication S Lima, June 22-24, (2011).
https://www.wipo.int/edocs/mdocs/geoind/en/wipo_geo_lim 11/wipo_geo lim 11 3-annexl.pdf
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infringements of their geographical indications may be in a position, in countries whose legal
systems provide for direct applicability of TRIPS provisions, to raise questions of interpretation
and application of these provisions to the relevant countries’ national courts.  The
intergovernmental disputes may be referred to the integrated dispute resolution mechanism of the
World Trade Organization (WTO). It is now a quasi-judicial procedure, with greater automaticity
in the movement of proceedings from one stage to the next and in the adoption of reports, thus
removing the possibility for respondent WTO Members to block or delay the procedure. . This
strengthening has been balanced by the addition of an appeal stage to a standing Appellate Body.
If a WTO Member is found not to be in compliance with a TRIPS obligation and does not
remedy this by amending the existing law or practice in accordance with the findings of the panel
or Appellate Body, Member governments that were complainants in the dispute settlement

proceedings may be authorized by the WTO Dispute Settlement Body to suspend concessions

they have granted to the non-compliant WTO Member. 46

In light of inter-jurisdictional disputes, it has also been highlighted that alternate dispute
resolution can be a more effective way to address the concerns of the indigenous communities.
The use of alternate dispute resolution can place both the parties at a position of advantage. The
possibility of a single neutral forum reduces the complexity of multiplicity of jurisdictional
issues.The advantages to the people of the indigenous communities can be stated to be the
following:(a)recognize different value systems; (b) enable the incorporation of customary law
processes;(c) recognize the legal and non-legal components of a dispute;(d) provide remedies
that are culturally appropriate.The benefits can also extend to the third party which can be stated
as:(a)establish relationships between communities and institutions;(b) reduce animosity and
misunderstandings;(c)explain motivations and intentions in a less formal and less confrontational
way; (d)engage in dialogue and create conditions for understanding cultural differences; (e)add
value to potential products derived from TK, TCEs and GRs.

FINDINGS

The current framework and both national and international framework governing and enforcing

the geographical indications has been growing and taking the shape of a comprehensive frame.

46 DSU, Dispute Settlement Rules: Understanding on Rules and Procedures Governing the Settlement of Disputes,
Marrakesh Agreement Establishing the World Trade Organization, Annex 2, 1869 U.N.T.S. 401, 33 I.L.M. 1226
(1994) [hereinafter DSU]

For general queries or to submit your research for publication, kindly email us at ijalr.editorial@gmail.com
https://mww.ijalr.in/
© 2026 International Journal of Advanced Legal Research



https://www.ijalr.in/

VOLUME 6 | ISSUE 3 FEBRUARY 2026 ISSN: 2582-7340

The initial reasoning behind the geographical indication helped in protection of the indigenous
goods. However, the growth of the technology has made protection vulnerable to loopholes in
frameworks. The most important lacunae is the protection of the indigenous handicrafts from
imitation without proper acknowledgement by big corporations or the fashion industry. The most
recent highlight being the discussed Prada Kolhapuri Chhappal case. The inspiration of the open
toe design being similar to the Gi protected Kolhapuri Chhapal has left the question of adequate
protection to the indigenous product from the imitations of the products. Though , the case of
infringement may not be explicit from the imitation of the product. It leads to larger implications
of cultural misappropriation and queries on resolving the inter-jurisdictional disputes.
SUGGESTIONS/CONCLUSION
The possible solutions to the address the concerns on dispute settlement of GI can be
summarized as:
e The need of the hour being a maintenance of an international registrar of Gls protected

the national legislation of member states of WTO

The maintenance of the registrar eases the confusion regarding the confusion of whether

a particular Gi is protected by a particular member state or not.

The case Kolhapuri Chappal also enhances India’s possibility of signing the Lisbon

agreement as the scope of protection under the Act is wider and better enacted as there is

more focus on protection measures against imitation and indirect usage of the indigenous
products.
Thus, one can conclude that the case of Prada has brought to spotlight the multiple indirect
implications of the imitations of an indigenous product produced by the communities. The case
also strengthens the demand for an international framework for the registration of the GI in order
to reduce confusion and jurisdictional issues when a dispute arises between to sovereign nation

regarding a GI product.
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