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ABSTRACT

The topic mainly deals with the following sections of the Patents Act, 1970: Section25(2)?

which talks about Post-Grant Opposition, Section 64° which talks about Revocation, Pre-

grant opposition given under Section 25(1)* and counterclaim for revocation.

In this paper, the focus will be on dealing with the difference between these four terms, what
they mean and how they affect the process of registration of a patent, or any suit instituted for
infringement of a patent. The paper will also deal with the question of which of these ways
are available to parties in a patent infringement suit to challenge the validity of a patent and
whether they are available simultaneously or not. The research will also be directed towards
appeals in case of rejection of pre-grant or post-grant opposition application or revocation
petition.

The aim of this research paper will be to clearly establish the current legal position in the
above-mentioned scenario mainly with the help of case laws and judicial precedents in order
to plainly establish the law.

In this paper, the research methodology involved is purely doctrinal and consists of the use of
secondary sources of information including, but not limited to, Journals, Articles, Research

Papers, Books, websites, case laws etc.

INTRODUCTION

! Student at Manipal University Jaipur
2The Patents Act 1970, s 25(2)
3The Patents Act 1970, s 64
4The Patents Act 1970, s 25(1)
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When we talk about registration of a patent, there are two important concepts involved for

opposing the registration i.e. pre-grant opposition and post grant opposition.
Section 25 states as under:

“25. Opposition to the patent.—(1) Where an application for a patent has been published but
a patent has not been granted, any person may, in writing, represent by way of opposition to

the Controller against the grant of patent on the ground—

(a) that the applicant for the patent or the person under or through whom he claims,
wrongfully obtained the invention or any part thereof from him or from a person under or

through whom he claims;

(b) that the invention so far as claimed in any claim of the complete specification has been

published before the priority date of the claim—

(i) in any specification filed in pursuance of an application for a patent made in India on or

after the 1st day of January, 1912; or

(i) in India or elsewhere, in any other document: Provided that the ground specified in sub-
clause (ii) shall not be available where such publication does not constitute an anticipation of

the invention by virtue of sub-section (2) or subsection (3) of section 29;

(c) that the invention so far as claimed in any claim of the complete specification is claimed
in a claim of a complete specification published on or after priority date of the applicant's
claim and filed in pursuance of an application for a patent in India, being a claim of which

the priority date is earlier than that of the applicant's claim;

(d) that the invention so far as claimed in any claim of the complete specification was

publicly known or publicly used in India before the priority date of that claim.

Explanation.—For the purposes of this clause, an invention relating to a process for which a
patent is claimed shall be deemed to have been publicly known or publicly used in India
before the priority date of the claim if a product made by that process had already been

imported into India before that date except where such importation has been for the purpose

of reasonable trial or experiment only;

(e) that the invention so far as claimed in any claim of the complete specification is obvious

and clearly does not involve any inventive step, having regard to the matter published as
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mentioned in clause (b) or having regard to what was used in India before the priority date of

the applicant's claim;

(f) that the subject of any claim of the complete specification is not an invention within the
meaning of this Act, or is not patentable under this Act; (g) that the complete specification
does not sufficiently and clearly describe the invention or the method by which it is to be

performed;

(h) that the applicant has failed to disclose to the Controller the information required by
section 8 or has furnished the information which in any material particular was false to his

knowledge;

(i) that in the case of a convention application, the application was not made within twelve
months from the date of the first application for protection for the invention made in a

convention country by the applicant or a person from whom he derives title;

() that the complete specification does not disclose or wrongly mentions the source or

geographical origin of biological material used for the invention;

(k) that the invention so far as claimed in any claim of the complete specification is
anticipated having regard to the knowledge, oral or otherwise, available within any local or
indigenous community in India or elsewhere, but on no other ground, and the Controller
shall, if requested by such person for being heard, hear him and dispose of such

representation in such manner and within such period as may be prescribed.

(2) At any time after the grant of patent but before the expiry of a period of one year from the

date of publication of grant of a patent, any person interested may give notice of opposition

to the Controller in the prescribed manner on any of the following grounds, namely:—

(a) that the patentee or the person under or through whom he claims, wrongfully obtained the

invention or any part thereof from him or from a person under or through whom he claims;

(b) that the invention so far as claimed in any claim of the complete specification has been

published before the priority date of the claim—

(i) in any specification filed in pursuance of an application for a patent made in India on or

after the 1st day of January, 1912; or

(i) in India or elsewhere, in any other document:
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Provided that the ground specified in sub-clause (ii) shall not be available where such
publication does not constitute an anticipation of the invention by virtue of sub-section (2) or

sub-section (3) of section 29;

(c) that the invention so far as claimed in any claim of the complete specification is claimed
in a claim of a complete specification published on or after the priority date of the claim of
the patentee and filed in pursuance of an application for a patent in India, being a claim of

which the priority date is earlier than that of the claim of the patentee;

(d) that the invention so far as claimed in any claim of the complete specification was
publicly known or publicly used in India before the priority date of that claim. Explanation.—
For the purposes of this clause, an invention relating to a process for which a patent is
granted shall be deemed to have been publicly known or publicly used in India before the
priority date of the claim if a product made by that process had already been imported into
India before that date except where such importation has been for the purpose of reasonable

trial or experiment only;

(e) that the invention so far as claimed in any claim of the complete specification is obvious
and clearly does not involve any inventive step, having regard to the matter published as
mentioned in clause (b) or having regard to what was used in India before the priority date of

the claim;

(f) that the subject of any claim of the complete specification is not an invention within the

meaning of this Act, or is not patentable under this Act;

(9) that the complete specification does not sufficiently and clearly describe the invention or

the method by which it is to be performed;

(h) that the patentee has failed to disclose to the Controller the information required by
section 8 or has furnished the information which in any material particular was false to his

knowledge;

(i) that in the case of a patent granted on a convention application, the application for patent

was not made within twelve months from the date of the first application for protection for the

invention made in a convention country or in India by the patentee or a person from whom he

derives title;
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() that the complete specification does not disclose or wrongly mentions the source and

geographical origin of biological material used for the invention;

(k) that the invention so far as claimed in any claim of the complete specification was
anticipated having regard to the knowledge, oral or otherwise, available within any local or

indigenous community in India or elsewhere, but on no other ground.

(3) (@) Where any such notice of opposition is duly given under sub- section (2), the

Controller shall notify the patentee.

(b) On receipt of such notice of opposition, the Controller shall, by order in writing,
constitute a Board to be known as the Opposition Board consisting of such officers as he may
determine and refer such notice of opposition along with the documents to that Board for

examination and submission of its recommendations to the Controller.

(c) Every Opposition Board constituted under clause (b) shall conduct the examination in

accordance with such procedure as may be prescribed.

(4) On receipt of the recommendation of the Opposition Board and after giving the patentee
and the opponent an opportunity of being heard, the Controller shall order either to maintain

or to amend or to revoke the patent.

(5) While passing an order under sub-section (4) in respect of the ground mentioned in clause
(d) or clause (e) of sub-section (2), the Controller shall not take into account any personal

document or secret trial or secret use.

(6) In case the Controller issues an order under sub-section (4) that the patent shall be

maintained subject to amendment of the specification or any other document, the patent shall

stand amended accordingly.

Thus, pre-grant opposition is given under Section 25(1) of the Patent Act, 1970. Under this
section, registration of a patent can be opposed after the application has been published (as
per Section 11A° of the Act) by the Controller of patent in the official patent journal but
before such patent has been granted. However, under Section 25(2), challenge as to the

validity of a patent is done by way of post-grant opposition after the patent has been granted

The Patents Act 1970, s 25
5The Patents Act 1970, s 11A
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but before expiration of one year from the date on which the publication of the granting of the

patent was done.
Revocation is given under Section 64 of the Act and states as follows:

“64. Revocation of patents.—(1) Subject to the provisions contained in this Act, a patent,
whether granted before or after the commencement of this Act, may, be revoked on a petition
of any person interested or of the Central Government by the Appellate Board or on a
counter-claim in a suit for infringement of the patent by the High Court on any of the

following grounds, that is to say—

(a) that the invention, so far as claimed in any claim of the complete specification, was
claimed in a valid claim of earlier priority date contained in the complete specification of
another patent granted in India;

(b) that the patent was granted on the application of a person not entitled under the
provisions of this Act to apply therefor:

(c) that the patent was obtained wrongfully in contravention of the rights of the petitioner or

any person under or through whom he claims;

(d) that the subject of any claim of the complete specification is not an invention within the

meaning of this Act;

(e) that the invention so far as claimed in any claim of the complete specification is not new,

having regard to what was publicly known or publicly used in India before the priority date of

the claim or to what was published in India or elsewhere in any of the, documents referred to

in section 13:

(f) that the invention so far as claimed in any claim of the complete specification is obvious
or does not involve any inventive step, having regard to what was publicly known or publicly
used in India or what was published in India or elsewhere before the priority date of the

claim:

(9) that the invention, so far as claimed in any claim of the complete specification, is not

useful;

(h) that the complete specification does not sufficiently and fairly describe the invention and

the method by which it is to be performed, that is to say, that the description of the method or
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the instructions for the working of the invention as contained in the complete specification
are not by themselves sufficient to enable a person in India possessing average skill in, and
average knowledge of, the art to which the invention relates, to work the invention, or that it
does not disclose the best method of performing it which was known to the applicant for the

patent and for which he was entitled to claim protection;

(i) that the scope of any claim of the complete specification is not sufficiently and clearly
defined or that any claim of the complete specification is not fairly based on the matter
disclosed in the specification;

(j) that the patent was obtained on a false suggestion or representation;
(k) that the subject of any claim of the complete specification is not patentable under this Act;

(I) that the invention so far as claimed in any claim of the complete specification was secretly
used in India, otherwise than as mentioned in sub-section (3), before the priority date of the

claim;

(m) that the applicant for the patent has failed to disclose to the Controller the information
required by section 8 or has furnished information which in any material particular was false

to his knowledge;

(n) that the applicant contravened any direction for secrecy passed under section 35 or made
or caused to be made an application for the grant of a patent outside India in contravention

of section 39;

(o) that leave to amend the complete specification under section 57 or section 58 was

obtained by fraud.

(p) that the complete specification does not disclose or wrongly mentions the source or

geographical origin of biological material used for the invention;

(g) that the invention so far as claimed in any claim of the complete specification was

anticipated having regard to the knowledge, oral or otherwise, available within any local or

indigenous community in India or elsewhere.
(2) For the purposes of clauses (e) and (f) of sub-section (1)—
(@) no account shall be taken of personal document or secret trial or secret use; and
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(b) where the patent is for a process or for a product as made by a process described or
claimed, the importation into India of the product made abroad by that process shall
constitute knowledge or use in India of the invention on the date of the importation, except

where such importation has been for the purpose of reasonable trial or experiment only.

(3) For the purpose of clause (1) of sub-section (1), no account shall be taken of any use of

the invention—
(a) for the purpose of reasonable trial or experiment only; or

(b) by the Government or by any person authorised by the Government or by a Government
undertaking, in consequence of the applicant for the patent or any person from whom he
derives title having communicated or disclosed the invention directly or indirectly to the

Government or person authorised as aforesaid or to the Government undertaking; or

(c) by any other person, in consequence of the applicant for the patent or any person from
whom he derives title having communicated or disclosed the invention, and without the

consent or acquiescence of the applicant or of any person from whom he derives title.

(4) Without prejudice to the provisions contained in sub-section (1), a patent may be revoked
by the High Court on the petition of the Central Government, if the High Court is satisfied
that the patentee has without reasonable cause failed to comply with the request of the
Central Government to make, use or exercise the patented invention for the purposes of

Government within the meaning of section 99 upon reasonable terms.

(5) A notice of any petition for revocation of a patent under this section shall be served on all

persons appearing from the register to be proprietors of that patent or to have shares or

interests therein and it shall not be necessary to serve a notice on any other person. "’

Revocation of patent on the other hand is done under Section 64 of the Act and under this
section, patent can be revoked by the High Court after it has been granted but here, there is no
additional condition attached with respect to the time limit within which the revocation
petition is to be filed, unlike the time limit of one year given under Section 25(2) for post-

grant opposition.

"The Patents Act 1970, s 64
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Another major point of difference between pre-grant opposition, post-grant opposition and
revocation is that- an application for a pre-grant opposition can be filed by “any person” on
the grounds provided under Section 25(1), which means that there is no limitation attached on
who can file a pre-grant opposition. But, when it comes to post-grant opposition, the
application can be filed only by “any person interested” which means that the application for
a post-grant opposition can be filed only by an interested party and only on those grounds
that are provided under Section 25(2).

Whereas, when it comes to revocation petition, as per Section 64, revocation petition can be
filed by any interested person or the Central Government before the Intellectual Property
Appellate Board (IPAB) or a patent can also be revoked by filing a counter-claim in the High
Court in case of a suit for infringement of patent,and all this can be done only on those
certain grounds that are provided under Section 64. Section 64 provides additional grounds
than those provided under Section 25(2) on the basis of which the validity of a patent can be
challenged.

In this paper, we are not concerned with the different grounds available for filing an
application for pre-grant opposition or post-grant opposition or the grounds for filing a
petition for revocation but with how these three concepts differ from each other in regard to
challenging the validity of a patent, whether it has been granted or not, and how the courts

have interpreted these concepts through various case laws.

CHALLENGING THE VALIDITY OF APATENT: ACRITICAL
ANALYSIS

What is the interplay between pre-grant opposition, post-grant opposition and

revocation of patent?

Apart from the differences already discussed above, another difference between pre-grant and

post-grant opposition is that under Section 117A80f the Act, appeal against the Controller’s

decision in a post-grant opposition is allowed before the IPAB, but acorrespondent remedy is

not available against the Controller’s order in a pre-grant opposition.

8 The Patents Act 1970, s 117A
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In the case of Mylan Laboratories Ltd. v. UOI & Ors.®(2019), it was held by the Delhi High
Court that in case a pre-grant opposition is denied, then the resolution would be to file a post-
grant opposition or a revocation petition.

Also, in case a revocation petition has been filed before the IPAB then any assertion as to the
infringement of a patent is not necessary and can be filed at any time after the grant of the
patent. Whereas this is not the case in a situation where revocation petition has been filed
before the High Court. This implies that where a revocation petition has been filed in the
High court, then allegation of infringement of patent is an indispensable requirement without
which the petition shall not be entertained by the court.

Also, it is important to note here that, revocation of patent cannot be pursued if opposition
application under Section 25(2) have already been initiated and are currently pending.

In the case of Dr. Aloys Wobben&Anr. V. Yogesh Mehra & Ors., (2014)*°, the court held that
Section 64! contains the phrase “Subject to the provisions of the Act”, which implies that the
provisions of Section 64 are subservient to other provisions of the same Act. Which means
that if an opposition is filed under Section 25(2), then it would outdo the right to file a
revocation petition or a counter claim for revocation under Section 64(1). In the same case, it
was also held that when we apply the principle of Res Judicata incorporated under Section
10'%and Section 151% of the Civil Procedure Code (CPC), it signifies that if a revocation
petition has been filed against the defendant before the IPAB in the first instance, then the
same defendant cannot file a counter-claim for revocation on the same cause of action in a

patent infringement suit before the High Court.

Therefore, to summarise, we can state that when Section 117A4, Mylan Laboratories case®®

and Dr. Aloys Wobben?® case are read together, we can conclude that if a pre-grant opposition
is rejected on any of the grounds mentioned under Section 25(1), then one can file a post-

grant opposition or revocation or counter-claim for revocation in an infringement suit (but all

SMylan Laboratories Ltd. v. UOI & Ors.[2019] SCC OnLine Del 10319
19Dr. Aloys Wobben&Anr. V. Yogesh Mehra & Ors. [2014] AIR 2014 SC 2210
1The Patents Act 1970, s 64
2The Code of Civil Procedure 1908, s 10
13The Code of Civil Procedure 1908, s 151
14 supra note 7
15 supra note 8
16 supra note 9
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three of these remedies cannot be invoked simultaneously and cannot be invoked one after
the other in succession either). And if, after rejection of pre-grant opposition, post-grant
opposition is filed and it is rejected, then that decision can be appealed under Section117A
within 3 months from the date of the order.

Similarly, if after rejection of pre-grant opposition, revocation is filed and it is rejected, then,
in practice, that decision can be appealed against under the letters patent appeal before a
division bench of the same high court which rejected the revocation petition, despite the fact
that, in theory, the Patents Act 1970 does not expressly provide that a revocation order can be
appealed.

Can a pre-grant opposition be appealed under some other provision?

This was an important question raised before the courts, the answer to which was finally
given in the case of M/s UCB Farchim SA v. M/s Cipla Ltd. & Ors.(2010). In this case, the
court was deciding a batch of writ petitions under Article 226. The legal question of whether

a writ petition brought under Article 2268 to contest an order issued by the Controller of

Patents that either grants or denies a pre-grant opposition lodged under Section 25(1) might
be maintainable was determined by the Delhi High Court.The Hon'ble Court examined the
case from various angles, including (a) where a "person Interested” submitted a pre-grant
opposition and it was denied; (b) when a "third party" filed a pre-grant opposition and it was
denied; and (c) when a pre-grant opposition filed by anybody was accepted and the patent

application was denied.

It was finally held that, according to the Hon'ble Supreme Court's ruling in J. Mitra &
Company v. Assistant Controller of Patents & Designs (2008)*°, the statutory remedy for an
interested party opposing a pre-grant under Section 25(1) is to file a post-grant opposition
under Section 25(2) or revocation under Section 64 of the Act, provided that the person can
demonstrate that he is a "interested person.” Under Section 117A (2) of the Act, he may

appeal to the IPAB if he is still unhappy with the Controller's decision.

"M/s UCB Farchim SAv. M/s Cipla Ltd. & Ors. [2010] 167 (2010) DLT 459
8The Constitution of India 1950, A. 226
19, Mitra & Company v. Assistant Controller of Patents & Designs [2008] 10 SCC 368
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The Court held that the legislature appears to have purposefully denied a third party the
additional statutory remedy of a Post-Grant opposition in the event that the third party fails to
succeed in the pre-Grant stage to prevent the grant of a patent by amending the Act to reject a
third party's pre-Grant opposition. However, the Hon'ble High Court left the matter
unanswered because no third party in the aforementioned batch of writ petitions contested the
constitutionality of the revised Section 25. The Hon'ble Court adopted the stance that the
power under Article 226 of the Constitution is broad and can be used in a particular case
when it seems to this Court that there is no other viable solution available or that the interests
of justice require this Court to interfere. This was in reference to the maintainability of a writ
petition under Article 226 by such a third party against the Controller's order rejecting the
opposition. As a result, a third party may file a writ petition under Article 226 to challenge

the denial of its pre-grant opposition.

Regarding the third scenario, the Court has decided that in a situation where a pre-grant
opposition is accepted and the patent application is subsequently denied, an order issued

under Section 25(1) of the Act must be interpreted as the one issued under Section 15 of the

Act?®®. Section 117A(2) of the Act specifically makes Section 15 appealable.

In another case, M/s.Rediff.com filed a pre-grant opposition under Section 25(1) in Yahoo
Inc. v. IPAB, UOI & Ors, (2010)?*. The Controller acknowledged the opposition and denied
the patent, concluding that the applicant's invention failed the "novelty and
patentability” tests. Yahoo filed an appeal with the Chennai-based IPAB. The IPAB denied
the appeal, citing a lack of appeal provisions under Section 25(1) for pre-grant opposition.
Yahoo argued that the Controller's ruling must be interpreted as having been issued under
Section 15 of the Patents Act in a petition filed in the Madras High Court under Section 226
of the Constitution. The Controller is an adjudicator who, upon receiving a representation and
supporting documentation, considers the evidence and applies his or her judgment to the
material evidence presented. A refusal can only occur if the application is not in compliance
with the Patents Act or its regulations. As a result, the Controller's decision to reject the
application falls under Section 15 rather than Section 25(1). This argument was accepted by

the Court, and the IPAB's order was overturned. In addition to hearing the appeal, the IPAB

2The Patents Act 1970, s 15
2Yahoo Inc. v. IPAB, UOI & Ors., [2010] SCC OnLine Mad 4099
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was instructed to provide the opponent a chance to be heard and render a merit-based

decision.

According to this case and the Madras High Court, if a patent application is denied following

a pre-grant opposition, the applicant has a window of appeal under Section 15.

Another question that comes up here is what appeal options are available against any
order passed by the controller, whether it is regarding rejection of application or any
other order.

The answer to this question lies in the fact that after the Indian Patent Office (IPO) rejects a
patent application, the applicant can either examine the refusal order or file an appeal. Within
a month of the date of the refusal order, a review petition may be submitted to the same IPO
Controller (under Section 77(1)(f)??) who denied the application. Therefore, the review
petition should only be submitted when the Controller is willing to consider the review

petition on its merits, or when there appears to be a mistake in the rejection order.

Both sections i.e. Section 77 (1)(f) of the Patents Act, 1970 and Section 114 of the

CPC? have the same grounds for review because the authority granted under Section 77 (1)

(f) is comparable to the authority granted under Section 114 of the Code of Civil Procedure,
1908(Power of Review).

An application for review may be reviewed on the basis of the following grounds:
* Due to a mistake or error that appears on the face of the record;
* For any other adequate reason; or

* The discovery of a new and significant matter or piece of evidence

However, a decision of review issued by the Controller under Section 77(1)(f) cannot be
appealed. On the other hand, within three months from the date of the rejection order, an
appeal may be submitted to the high court. The refusal decision is overturned, and the case is

returned to the IPO for further review if the appeal is granted by the appropriate high court.

22The Patents Act 1970, s 77(1)(f)
23The Code of Civil Procedure 1908, s 114
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Nevertheless, there are no provisions in India for re-examining a patent. To allow for third-
party representations at different points in the patent life cycle and in different forums, the
Patents Act of 1970 established procedures such as pre-grant opposition, post-grant

opposition, and revocation proceedings.

CONCLUSION

In conclusion, the Patents Act1970, which describes the Indian patent opposition and
revocation landscape, offers a complex interaction of legislative provisions that attend to the
interests of interested third parties as well as patent applicants. The various procedural
remedies available, including as appeal methods, underline the crucial difference between
pre-grant and post-grant opposition and have a big influence on how disputes are resolved in
the patenting process. The legal framework's procedural flexibility and limitations are
highlighted by the significant difference in appeal avenues: in post-grant opposition, there is
an appeal to the Intellectual Property Appellate Board (IPAB) under Section 117A, whereas

in pre-grant opposition, there is no equivalent remedy.

The rulings in cases like Mylan Laboratories Ltd. v. UOI and Dr.?*, Aloys Wobben&Anr. v.

Yogesh Mehra & Ors.?clarify the relationship between post-grant opposition, revocation
petitions, and counterclaims. They also support the idea that, after a pre-grant opposition is
denied, a person or organization may file a revocation petition or seek post-grant opposition,
but these actions cannot be taken simultaneously or consecutively. Additionally, the M/s UCB
Farchim SA v. M/s Cipla Ltd.?® case clarifies the legal recourse accessible to third parties who
wish to contest a patent grant after a pre-grant opposition rejection. It confirms that although
these parties are not permitted to directly appeal under Section 25(1), they may do so by

filing a writ petition under Article 226, subject to discretion of courts.

The interaction between opposition and revocation provisions, especially in relation to the
application of Section 64, is another crucial element of the patent dispute resolution
procedure. The Dr. Aloys Wobben?’ case highlighted the principle of res judicata in patent

matters, which guarantees that issues resolved through one procedure cannot be revisited in
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another, by emphasizing that if an opposition has been filed under Section 25(2), it precludes
the filing of a revocation petition under Section 64. By avoiding repeated, repetitive
challenges to the same patent on the same grounds, this idea helps to expedite patent

litigation.

Furthermore, cases such as M/s Rediff.com v. Yahoo Inc.?® have clarified the issue of judicial

review of the Controller's decisions. These cases established that decisions pertaining to pre-
grant opposition could be challenged under Article 226 of the Constitution, offering a route
for judicial review in the absence of a clear statutory appeal mechanism for such decisions.
This adaptability emphasizes the courts' responsibility to uphold the interests of justice,

especially in situations where statutory remedies seem insufficient or unattainable.

In addition to allowing third parties to make sure that patents are not granted incorrectly, the
Act's interplay of review petitions, appeals, and opposition proceedings shows the balance
that the legal system aims to achieve between encouraging innovation and defending
intellectual rights. With their own set of standards and legal ramifications, the several
procedural mechanisms—from pre-grant opposition to post-grant opposition and revocation
petitions—offer stakeholders a number of ways to resolve concerns regarding patent validity.
In conclusion, a thorough grasp of these procedural subtleties is essential for navigating the
intricacies of India's patent opposition and revocation framework, as they impact not only the
legality of patents but also the nation's larger ideals of justice, fairness, and intellectual

property rights protection.
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